REMARKS 



Claims 2, 3, 7-19 remain in this application. 
Reconsideration of this application is requested. 

Claim rejections U.S.C. 103 



Claims 2, 3, 7-19 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Howard in U.S. Patent No. 6,598,261. 

A second affidavit which is enclosed wherewith, signed by both inventors 
showing conception of the improvement of the invention by applicant prior to the 
effective issue date of the U.S. Patent 6,598,261 (Howard), which is 07/29/2003, thereby 
overcomes the 35 U.S.C.103(a) rejection. 

Inasmuch as claims 2, 7-16 have been previously amended to depend upon claim 
3 and claim 1 8 along with claim 1 9 have been amended to include all of the limitations of 
claim 3, the 103 rejection should be withdrawn. 

Accordingly, the rejection under 35 U.S.C 103 is deemed overcome by 
applicant's submittal and remarics. 
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Withdrawal of the rejection is respectfully requested and allowance of the instant 
application is solicited. 

A check in the amount of $60.00 for one-month Extension of Time is attached. 

Respectfully submitted. 



Albert O. Cfota 
Agent of Record 
Registration No. 29,291 

(818)368-4332 
FAX (818)368-4332 
apatentlaw@cs.com 
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37 CFR 1. 131 DECLARATION OF LES BENNETT AND DIANNA HOWARD 
We, Les Bennett and Dianna Howard, hereby declare and state as follows: 
Les Bennett & Dianna Howard 

1 . Under the final Office Action of 21 August 2007, Claims 2, 3, and 7-19 are pending in 
the present application, and all stand rejected under 35 USC § 103(a) as being 
unpatentable over US 6,598,261 to Howard, the effective date of this reference being 13 
March 2003, its publication date. 

2. It has been explained to us that we may submit a 37 CFR 1.131 Declaration to 
overcome the present rejections. 

3. It has been explmned to us that we can utilize a 37 CFR 1.131 Declaration to 
demonstrate that we conceived of the present invention prior to the effective date of the 
reference on which the rejections are based; that we subsequently reduced to practice the 
present invention after the effective date of that reference; and that we were diligent from 
prior to the effective date of that reference to the time of reduction to practice. 

4. This documen! is a 37 CFR 1.131 Declaration meetuiv the above criteria, and tluis, 
we believe the pending claims are allowable over the cited reference. 

Les BenneU 
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5 . I, Les Bennett, am a Director of Predictive Maintenance Company Ltd, also known as 
PDM Ltd, of 27 Lyndale Road, Bingley, West Yorkshire BD16 3HE. United Kingdom. I 
have held this position since October 1991 . PDM Ltd is a company engaged in the 
development, manufacture and sale of web cleaning apparatus for the printing industry. 

6. As used herein except in the following section, titled "Dianna Howard," all references 
to "I" and "me" are equivalent to "Les Bennett." 

7. After gaining a B.Sc. (Eng) Honours degree in engineering from King's College, 
London University, I held a variety of positions in product development with the Plessey 
Co. (military communication equipment), and in manuf^ring with General Electric 
(industrial control equipment). I then obtained an MBA from Manchester Business 
School and was recruited by Vickers, where I was appointed Sales & Marketing Director 
to their Crabtree- Vickers business unit, a company manufacturing printing machinery, 
including newspaper printing presses. In 1984, 1 founded Lee James Graphic Systems 
Ltd., a company marketing specialist products to the printing industry in the United 
Kingdom and other parts of Europe. In 1991, 1 founded PDM Ltd. as a vehicle to develop 
specialist web cleaning equipment to meet the specific needs for the printing industry. 

8. I met Paul Howard in 1993. 

9. I am a named inventor on US patent application 10/682,209. 
Dianna Howard 

10. 1, Dianna Howard, am the executrix of the estate of Paul Howard. 

11. Paul Howard began woridng in the letter press printing industry in 1954 at the age of 
16. From 1960 to 1979 he worked in the offset printing industry and during this time he 
studied offset printing, graduating from Los Angeles Tech. During this time he was also 
alerted to problems caused in printing by paper dust. He continued to work in the printing 
industry for various companies until 1980. 

12. In 1980 Paul Howard co-founded Web Systems, Inc. to manufecture web cleaning 
qrstems for the printing industry and was involved in product development for this 
company. 

13. In 1989 Paul Howard founded his own company "Dee-Paul Graphic Services" where 
he developed, manufactured and marketed further web cleaning systems, in partiailar for 
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the newspaper industry. 

14. Paul Howard met Les Bennett of PDM Ltd. in 1993. 

15. Paul Howard was responsible for all product manufacturing and testing of products 
supplied to PDM Ltd. 

16. Paul Howard is a named inventor on US patent application 10/682,209. 

17. Paul Howard died in January of 2002. 

18. It has been explained to me that under 37 CFR 1. 13 1, and in conjunction with 37 CFR 
1 .42, as the executrix of the estate of Paul Howard, I may execute this Declaration on his 
behalf 

Conception 

19. Paul Howard and I discussed using a smooth roller in a web cleaner as ultimately 
claimed in this application in Sweden in April 2001. 

20. Paul Howard and I worked on the development of the web cleaning apparatus as 
described in US Patent No. 6,598,261, of which Paul Howard is listed as the sole inventor. 
I appreciated that it was desirable to gain a better understanding of the action of the rollers 
in generating air currents, and of the nature of the air currents generated. I also 
appreciated, however, that constructing test apparatus to measure directly the air currents 
generated in different circumstances would be prohibitively time consuming and 
expensive. 

21.1 decided to commission a feasibility study to assess whether the nature of the air 
currents could be investigated by computer modeling. The feasibility study was carried 
out by The University of Sheffield, England on the basis of a contract signed on or about 7 
February 2002. 

22. A copy of the Feasibility Study Report from the University of Sheffield is attached as 
Exhibit A. 

23. At the time of commissioning the feasibility study, I was skeptical as to whether the 
results would be of value. My understanding and belief at that time was that rollers ha\ ing 
a rough or textured outer surface, such as cotton tufted rollers, were necessary in order to 
generate the required air currents, while the Computational Fluid Dynamics (CFD) 
analysis technique which The University of Sheffield proposed to use was capable of 
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modeling only smooth-surfaced rollers. 

24. The FeasibiUty Study Report by The University of Sheffield is dated 4 March 2002 and 
was received by me the following day, 5 March 2002. 

25. When I read the report, the paragraph on page 7, stating "According to data provided 
by PDM the above combination of operating conditions is consistent with a flow velocity 
of 24 m/sec through the cleaning slot. CFD predicted an average of 23.65 m/sec," was of 
significance to me. 

26. The figure of 24 m/sec for the air flow velocity through the cleaning slot was a value 
previously measured on an actual apparatus using textured rollers. The close correlation 
between the actual figure of 24 m/sec for an apparatus using actual textured rollers and 
the modeled figure of 23.65 m/sec on the basis of modeling smooth rollers made me 
realize that, contrary to my earlier expectations, the CFD analysis technique was of value 
in modeling the nature of the air flows and, moreover, that contrary to my earlier belief, 
the use of rough or textured rollers was not essential. Thus the close correlation of the 
real and modeled air flow velocities led me to the realization that the web cleaning 
apparatus could be used successfully with smooth surfaced rollers, which provides 
significant advantages in terms of the cost of manufacture and the durability of the rollers 
in service. 

27. Thus, as it has been explained to us and as outlined above, Paul Howard and I 
conceived of the present invention in April 2001, and confirmation that using smooth 
rollers were a practical solution occurred when I received the results of the CFD modeling 
fi-om SheflSeld University on 5 March 2002, after Paul Howard's death. 

Constructive Reduction to Practice on 8 October 2003 

28. On 8 October 2003, the present application was filed, thereby, as it has been explained 
to us, constructively reducing to practice the present invention. 

Due Diligence from March 2003 to October 2003 

29. It has been explained to us that under 37 CFR 1.13 1(b), we must show that we were 
diligent fi-om prior to the eflfective date of the reference on which the rejections are based, 
13 March 2003, through the date of constructive reduction to practice, 8 October 2003. 
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30. This period from 13 March 2003 through 8 October 2003 thus relates only to actions 
on Les Bennett's part, as Paul Howard had passed in January 2002. 

3 1. The impact of Paul Howard's death was hard on me. I had to re-configure and re- 
build my own business, as I had essentially lost access to one of my main product 
suppliers, and lost Paul Howard's product development expertise and facilities. 

32. After Paul Howard's death in January of 2002, while focusing on the business, I 
commissioned the feasibility study carried out by The University of Sheffield, England on 
the basis of a contract signed on or about 7 February 2002. 

33. 1 continued to work on the concepts of the inventions of this application, US Serial 
No; 10/682,209, and began thinking of patent protection schemes for same both in the UK 
and US. 

34. 1 made contact with Albert Cota, Paul Howard's patent agent (and his agent on US 
Patent No. 6,598,261), when I traveled to the US in June 2003. I came to the US to 
attend the NEXPO (North American Newspaper exhibition) in Las Vegas, June 15-20, 
2003. 

35. Albert Cota and I worked diligently on reducing the inventions of US Serial No. 

1 0/682,209 to writing as we together draft a US patent application that became the US 
Serial No. 10/682,209 patent application filing, made 8 October 2003. 

36. Thus, from prior to the effective date of the reference through the filing date of the 
present invention, I was diligent for this term. 

37. We, Les Bennett and Dianna Howard, declare under penalty of peijuiy under the laws 
of the United States of America that the foregoing is true and correct. These statements 
were made with the knowledge that willful false statements and the like are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code 
and that such willfiil statements may jeopardize the validity of the {^plication or any patent 
issued thereon. 



Les Bennett 



Date 1 7"' December 2007 
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Application No. 

10/682.209 


Applicant(s) 
BENNETT ETAL 


Examiner 
David A. Redding 


Art Unit 
1744 





- The MAILING DATE of this communication appears on the cover sheet with (he correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 , 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is spedfied above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 06 June 2007 . 
2a)KI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 2.3 and 7-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 2.3,7-19 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a){Z\ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Application/Control Number: 10/682,209 Page 2 

Art Unit: 1744 

DETAILED ACTION 
Claim Rejections • 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 2,3,7-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
USP 6,598,261 (Howard). 

Claims 2.3,7-19 are substantially taught by claims 1-17, respectively. 

A pair of separating bars (claim 1 , Item c) is considered to be equivalent to the 
claimed skiving bar. The angles specified in claims 10,11,12, are considered to 
constitute "right angles". 

Howard is silent as to the use of rollers having a smooth surface. However, one 
skilled in the art would recognize that although a smooth surface may not maximize the 
variance of air currents that air cun-ents would be created sufficient to clean dust and 
dirt particles from the web. 

Response to Amendment 

Applicants amendments have overcome the rejections under 35 U.S.C. 112, 
second paragraph. The rejections have been withdrawn. 

The affidavit filed on 6/6/07 under 37 CFR 1.131 has been considered but is 
Ineffective to overcome the US 2003/0046787 reference to Howard. 

The evidence submitted is insufficient to establish a conception of the Invention 
prior to the effective date of the US 2003/0046787 reference. 
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Art Unit: 1744 

As to formal matters affidavits filed under 37 C.F.R. 1.131 must be signed by all 
inventors. Affidavits or declarations to overcome a rejection of a claim or claims must be 
made by the inventor or inventors of the subject matter of the rejected claim(s), a party 
qualified under 37 CFR 1 .42, 1 .43, or 1 .47, or the assignee or other party in interest 
when it is not possible to produce the affidavit or declaration of the inventor(s). Thus, 
where all of the named inventors of a pending application are not inventors of every 
claim of the application, any affidavit under 37 CFR 1.131 could be signed by only the 
lnventor(s) of the subject matter of the rejected claims. Presently, the affidavit filed lack 
the signature of inventor Dianna Howard. 

III. THREE WAYS TO SHOW PRIOR INVENTION 

The affidavit or declaration must state FACTS and produce such documentary 
evidence and exhibits in support thereof as are available to show conception and 
completion of invention In this country or in a NAFTA or WTO member country (MPEP 
§71 5.07(c)), at least the conception being at a date prior to the effective date of the 
reference. Where there has not been reduction to practice prior to the date of the 
reference, the applicant or patent owner must also show diligence in the completion of 
his or her Invention from a time just prior to the date of the reference continuously up to 
the date of an actual reduction to practice or up to the date of filing his or her application 
(filing constitutes a constructive reduction to practice, 37 CFR 1.131). As discussed 
above, 37 CFR 1.131(b) provides three ways in which an applicant can establish prior 
invention of the claimed subject matter. The showing of facts must be sufficient to show: 

(A) > (actual)< reduction to practice of the Invention prior to the effective date of 



Application/Control Number: 10/682.209 Page 4 

Art Unit: 1744 

the reference; or 

(B) conception of the invention prior to the effective date of the reference 
coupled with due diligence from prior to the reference date to a subsequent (actual) 
reduction to practice; or 

(C) conception of the invention prior to the effective date of the reference 
coupled with due diligence from prior to the reference date to the filing date of the 
application (constructive reduction to practice). 

It is unclear from applicant's affidavit and the evidence provided in Annex A 
which of the showings (A, B, C) applicant is attempting to establish. 

The Feasibility Study (Annex A ) establishes that an analysis of the air currents 
produced by smooth-surface rollers was conducted. However, it is unclear as to what 
data, graphs, figures, etc. show what the reference teaches. 

The essential thing to be shown under 37 CFR 1.131 is priority of invention and 
this may be done by any satisfactory evidence of the fact. FACTS, not conclusions, 
must be alleged. Evidence in the fonri of exhibits may accompany the affidavit or 
declaration. 

Each exhibit relied upon should be specifically refenred to in the affidavit or 
declaration, in temns of what it is relied upon to show. For example, the allegations of 
fact might be supported by submitting as evidence one or more of the following: 

(A) attached sketches; 

(B) attached blueprints; 

(C) attached photographs; 
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(D) attached reproductions of notebook entries; 

(E) an accompanying model; 

(F) attached supporting statements by witnesses, where verbal disclosures are 
the evidence relied upon. Ex parte Ovshinsky, 10 USPQ2d 1075 (Bd. Pat. App. & Inter. 

1 989); (G) testimony given in an interference. Where interference testimony is used, 
the applicant must point out which parts of the testimony are being relied on; 
examiners cannot be expected to search the entire interference record for the 
evidence. Ex parte Homan, 1905 CD. 288 (Comm'r Pat. 1905); 
(H) Disclosure documents (MPEP § 1706) may be used as documentary evidence 
of conception. Exhibits and models must comply with the requirements of 37 CFR 1.91 
to be entered into an application file. See also MPEP § 715.07(d). 

A general allegation that the invention was completed prior to the date of the 
reference is not sufficient. Ex parte Saunders, 1883 CD. 23. 23 O.G. 1224 (Comm'r 
Pat. 1883). Similarly, a declaration by the inventor to the effect that his or her invention 
was conceived or reduced to practice prior to the reference date, without a statement of 
facts demonstrating the correctness of this conclusion, is insufficient to satisfy 37 CFR 
1.131. 37 CFR 1.131(b) requires that original exhibits of drawings or records, or 
photocopies thereof, accompany and fomri part of the affidavit or declaration or their 
absence satisfactorily explained. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Redding whose telephone number Is 571-272- 
1276. The examiner can nomially be reached on Mon.-Fri. 6:00 - 3:00. 

If attempts to reach the examiner by. telephone are unsuccessful, the examiner's 
supervisor, Gladys Corcoran-Piazza can be reached on 571-272-1224. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 



Application/Control Number: 10/682,209 Page 7 

Art Unit: 1744 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infomiation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toil-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ David Redding / 
Primary Examiner 
Art Unit 1744 
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"The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
THE REPLY FILED 21 December 2007 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 
1. 13 The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of this 
application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which places the 
application In condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) a Request 
for Continued Examination (RCE) in compliance with 37 CFR 1.1 14. The reply must be filed within one of the following time 
periods: 

a) S The period for reply expires 6_months from the mailing date of the final rejection. 

b) D The period for reply expires on: (1) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN TWO 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f)- 
Extensions of time may be obtained under 37 CFR 1 .136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustmenL See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. Since a 
Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 



3. ^ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will jiot be entered because 

(a) 13 They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) D They raise the issue of new matter (see NOTE below); 

(c) D They are not deemed to place the application in better fomri for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) [I] They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: The declaration raises new issues . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1 .121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. Kl For purposes of appeal, the proposed amendment(s): a) El will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: , 

Claim(s) rejected: 2.3.7-19 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not eariier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome ajl rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not eariier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . □ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 



12. □ Note the attached Infomiation Disclosure Statement(s). (PTO/SB/08) Paper No(s). 



AMENDMENTS 



13. □ Other 
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